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DETAILED ACTION 

1. Applicants are herein informed regarding the change of Examiner of this application. 
Applicant's election with traverse of Group I (claims 1-9) in the reply filed on November 03, 
2009 is acknowledged. Traversal is on the grounds that there is no lack unity of the invention. 
With regard to the lack of unity and election of SEQ ID Nos., Applicants' arguments were fully 
considered and found unpersuasive. Applicants' argue that the prior art does not teach tagged 
allele specific primers and assert that the primers sequences taught by the prior art does not 
anticipate the sensitivity and specificity of the primers. Applicants' arguments were found 
unpersuasive. First, with regard to the arguments based on sensitivity and specificity of the 
primers, it is noted that the instant claim 10 recites the kit components comprising sequences of 
Seq ID Nos that are anticipated by the prior art on the record and the claim 10 as presented do 
not require the sensitivity and specificity and the sequences do not read on said sensitivity and 
specificity, therefore the claim 10 lacks the special technical feature that binds different Groups 
of invention together as stated in the previous office action. Second, the amended claims did not 
change the scope of the claims since the SEQ ID Nos. as recited in claim 10, were previously 
present in the amended claims and the broad claim 10 is anticipated by the cited prior art. Third, 
the issues under 35 USC 1 12, and 101 are not the same for the two groups. Hence the lack of 
unity is deemed proper. 

Status 

2. Claim 22 is included and considered for examination herein along with the elected claims 1-9 
since the claim 22 is drawn to a method. Claims 1-9 and 22 along with elected SEQ ID Nos. 2, 4, 
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and 13-16 are considered for examination. Claims 10-13, 16-21 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b) as being drawn to a nonelected Group. 

Priority 

3. This application filed on March 12, 2007 is a 371 of PCT/CA04/01974 filed on 1 1/17/04 
which claims benefit of 60/520,303 filed on 1 1/17/03. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-9, 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Reuber et 
al. (WO 01/71028 A2) in view of Pancoska et al. (US 7,608,398). 
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Reuber et al. teach a method for detecting the presence or absence of at least two variant 
nucleotides in a nucleic acid sample associated with thrombosis (see page 14, paragraph 1 under 
example section, 21, line 17-32) comprising 

a) amplifying the sample regions of DNA that include at least two nucleotides positions 
for which variants are known to be associated with thrombosis to form amplified DNA products 
(see page 5, paragraph 3, page 6, line 1-2, page 14, paragraph 1 under example section page 21, 
line 17-32); 

b) hybridizing at least two tagged (primers comprising non-complementary sequence at 
3' terminus) allele specific primers complementary to target sequence in the amplified DNA 
products (see page 6, line 2-20, page 7, line 1-33); 

c) extending the at least two tagged allele specific extension primers using labeled 
nucleotides, if the terminal nucleotide of each 3' end hybridizing portion is a perfect match to the 
corresponding amplified product (see page 6, line 21-24); 

d) and detecting the presence of labeled extension products (see page 6, line 25-29). 
However Reuber et al. did not teach tag sequences comprising terminal sequences of 

SEQ IDNos. 2, 4, 13 or 14. 

Pancoska et al. teach minimally cross-hybridizing nucleic acid tag sequences for 
detection of presence or absence of a mutation or polymorphism in a nucleic acid sample (see 
col. 4, line 18-46, table 1, col. 21, line 4-67). 

Therefore, it would have been prima facie obvious to a person of ordinary skill in the art 
at the time the invention was made, to combine the method as taught by Reuber et al. with 
sequence tags as taught by Pancoska et al. to achieve expected advantage of developing an 
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improved sensitive method. An ordinary practitioner would have motivated to combine the 
method with the sequence tags of Pancoska et al. because the ordinary person skilled in the art 
would have a reasonable expectation of success that the combination would result in enhancing 
the sensitivity of the method because Pancoska et al. explicitly taught the significance of using 
minimally cross-hybridizing tag sequences in identifying mutations or polymorphisms in a 
sample nucleic acid (see col. 21, line 4-67) and such modification of the method is considered 
obvious over the cited prior art. 

Conclusion 

No claims are allowable. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Suryaprabha Chunduru whose telephone number is 571-272- 
0783. The examiner can normally be reached on 8.30A.M. - 4.30P.M, Mon - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Suryaprabha Chunduru/ 
Primary Examiner, Art Unit 1637 
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